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REMARKS 

Summary of the Office Action 

Claims 1, 2, 4, 5, and 7 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
U.S. Patent No. 5,836,224 to Gerber ("Gerber '224"). 

Claim 3 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Gerber '224 in 
view of U.S. Patent No. 3,780,607 to Gerber {" Gerber '60T). 

Claims 2-4 are objected to because the recitation of "the cutting condition" on lines 1 and 
2 in claim 2 lacks proper antecedent basis, and the recitation of "a movement condition" on line 
2 of claim 2 appears to be a double recitation. 
Status of the Claims 

Applicant proposes amending claims 1, 3, and 4, and canceling claim 2, without 
prejudice or disclaimer. Accordingly, claims 1, 3-5, and 7 are pending for further consideration. 
Claims 8-22 were withdrawn from consideration. 
All Claims Define Allowable Subject Matter 

Informalities in claims 2-4 pointed out by the Examiner in the February 17, 2006 Office 
Action are moot in light of cancellation of claim 2. Accordingly, it is respectfully requested that 
all objections be withdrawn. 

All Subject Matter Complies with 35 U.S.C. $ 103(a) 

Claims 1, 2, 4, 5, and 7 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
Gerber '224. Applicant respectfully traverses the rejection under 35 U.S.C. § 102(b). 
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Amended claim 1 recites a sheet processing apparatus for processing sheets on which 
images have been formed by an image forming apparatus, including a sheet accepting unit, a 
cutting unit, and a recognizing unit. The sheet accepting unit accepts sheets from the image 
forming apparatus. The cutting unit cuts the sheets in the form of a sheaf accepted by the sheet 
accepting unit with a blade that is moved parallel with sheet surfaces. The recognizing unit 
recognizes the number and kind of sheets. The cutting unit determines a movement condition of 
the blade on the basis of the number and kind of sheets. Support for these features is provided at, 
for example, page 13, 11. 15-21; page 14, 11. 10-20; page 33, line 25-page 34, line 4; and Figs. 1 
and 12 of Applicant's specification as originally filed. 

Applicant respectfully submits that the Office Action has not established that Gerber'224 
anticipates each and every feature of Applicant's claimed invention and that all rejections under 
35 U.S.C. § 102(b) should be withdrawn. Namely, Applicant contends that newly amended 
independent claim 1 recites the features of "a recognizing unit that recognizes at least one of a 
number and kind of sheets to be cut in the form of a sheaf, a movement condition of the blade 
being determined on the basis of at least one of the number and kind of sheets recognized by the 
recognizing unit" At least these features are not disclosed or taught by Gerber'224. 

As described at col. 3, 11. 19-42, and illustrated in Fig. 1, Gerber ( 224 is directed to a 
numerically controlled cutting machine 10 for cutting pattern pieces of a garment (limp sheet 
material, see Abstract) from a length of sheet material S that is spread over a cutting table 1 1 and 
vacuum held in place. The cutting table 1 1 is a conveyor table. The sheet material S is loaded 
onto the cutting table 1 1 from a spreading and loading conveyor 12. The sheet material S is cut 
in a predetermined pattern. The cut pattern pieces together with the surrounding material are 
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then unloaded from the cutting table by an unloading conveyor 14. The cut pattern pieces P are 
removed from the unloading conveyor and are transported to a sewing room for assembly into a 
garment. 

However, the disclosure in Gerber '224 fails to teach or suggest at least the above- 
mentioned recognizing unit that recognizes the number and kind of sheets and determines a 
movement condition of the blade on the basis of the number and kind of sheets as recited in 
newly amended independent claim 1. Because Gerber 1 224 does not disclose theses features, it 
cannot anticipate the invention recited in newly amended independent claim 1 . 

Moreover, the Office Action States that "Gerber teaches in column 7, lines 14-30 to set 
up cutting conditions (movement conditions of the cutting blade) based on the number or type of 
sheets to be cut." See page 3 of the Office Action. This is incorrect. Gerber '224 teaches that "a 
series of tests can be performed under various cutting conditions and parameters to determine 
optimum air pressure and corresponding force that should be applied to the sheet material ... the 
conditions varied include type of material that is being cut, the depth or number of plies of 
material . . . and whether or not the vacuum system will be turned on." See col. 7, lines 14-30. 
In other words, Gerber' 224 teaches the cutting conditions determine the optimum air pressure 
for cutting, not the movement of the cutting blade as recited in claim 1 . 

As pointed out in MPEP § 2131, a claim is anticipated by a prior art reference only if 
each and every element as set forth in the claim is found. Verdegaal Bros. v. Union Oil Co. of 
California, 2 USPQ2d 1051 (Fed. Cir. 1987). Therefore, Applicant respectfully asserts that the 
rejection under 35 U.S.C. § 102(b) should be withdrawn because Gerber '224 does not teach or 
suggest each feature of newly amended independent claim 1 . 
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Additionally, Applicant respectfully submits that dependent claims 4 and 5 are also 
allowable insofar as they recite the patentable combinations of features recited in claim 1, as well 
as reciting additional features that further distinguish over the applied prior art. 

The Office Action states that "with respect to claim 7, the broadly recited registration 
method is clearly shown by Gerber in Fig. 1 in which cutting patterns P are arranged on the 
sheets with respect to each other." The Office Action suggests that the cutting patterns shown in 
Fig. 1 are analogous to the images formed by the image forming apparatus. Applicant 
respectfully disagrees. The alleged cutting patterns in Fig. 1 are actually the cut-out pattern 
pieces on the cutting table 1 1, not the outlined images of a pattern as the Office Action implies. 
As stated above, Gerber '224 teaches that the sheet material S is loaded onto a spreading and 
loading conveyor 12, passes over a cutting table 1 1 where it is cut, and then the cut pieces and 
scrap proceed to the unloading conveyor 14. See col. 3:34-42 and Fig. 1 of Gerber '224. Thus, 
claim 7 also is allowable over the art of record. 
All Subject Matter Complies with 35 U.S.C. § 103(a) 

Claim 3 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Gerber '224 in 
view of Gerber '607. Applicant respectfully traverses the rejection for the following reasons. 

Applicant respectfully submits that newly amended independent claim 1 includes the 
features of "a recognizing unit that recognizes at least one of a number and kind of sheets to be 
cut in the form of a sheaf, a movement condition of the blade being determined on the basis of at 
least one of the number and kind of sheets recognized by the recognizing unit." At least these 
features are absent from, and are neither disclosed nor taught, alone or in combination, by either 
Gerber 1 224 or Gerber '607. 
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To establish a prima facie case of obviousness, three basic criteria must be met (see 
MPEP §§ 2142-2143). First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill the art, to 
combine reference teachings. Second, there must be a reasonable expectation of success. Third, 
the prior art references must teach or suggest all the claim limitations. 

The Office Action has not established a prima facie case of obviousness at least because 
neither Gerber'224 nor Gerber'607, whether alone or in combination, teach or suggest all the 
recited features of independent claim 1. As described above, neither Gerber'224 nor Gerber'607 
teach or suggest at least "a recognizing unit that recognizes at least one of a number and kind of 
sheets to be cut in the form of a sheaf, a movement condition of the blade being determined on 
the basis of at least one of the number and kind of sheets recognized by the recognizing unit," 
features recited in claim 1 . Applicant respectfully submits that Gerber'607 fails to overcome the 
above-described deficiencies of Gerber '224. Namely, that the movement condition of the blade 
in Gerber' 224 or Gerber'607 is not dependent upon the number and kind of sheets to be cut in 
the form of a sheet. 

As pointed out in M.P.E.P. § 2143.03, "[t]o establish prima facie obviousness of a 
claimed invention, all the claimed limitations must be taught or suggested by the prior art". In re 
Royka, 409 F.2d 981, 180 USPQ 580 (CCPA 1974). As such, Applicant respectfully asserts that 
the third prong of prima facie obviousness has not been met. Therefore, Applicant respectfully 
requests that the rejection under 35 U.S.C. § 103(a) of dependent claim 3 should be withdrawn 
because Gerber'224 and Gerber'607 do not teach or suggest each and every feature of 
independent claim 1 . 
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CONCLUSION 

In view of the foregoing, Applicant respectfully requests reconsideration and the timely 
allowance of the pending claims. Should the Examiner feel that there are any issues outstanding 
after consideration of this response, the Examiner is invited to contact Applicant's undersigned 
representative to expedite prosecution. 

If there are any other fees due in connection with the filing of this response, please charge 
the fees to our Deposit Account No. 50-03 10. If a fee is required for an extension of time under 
37 C.F.R. § 1.136 not accounted for above, such an extension is requested and the fee should 
also be charged to our Deposit Account. 

Respectfully submitted, 

MORGAN, LEWIS & BOCKIUS LLP 



Dated: June 15,2006 
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